TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 98-2417
Appl i cation 08/570, 894!

ON BRI EF

Bef ore FRANKFORT, MQUADE, and NASE, Admi nistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 through 11. dains 12 through 20, the
only other clainms pending in the application, stand w thdrawn

fromfurther consideration under 37 CFR § 1.142(b).

! Application for patent filed Decenber 12, 1995.
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Appellant's invention is directed to a container for
beverages and, nore specifically, to a contai ner having at
| east two conpartnents therein. Independent claim1l is
representative of the subject matter on appeal and a copy of
that claim as reproduced fromthe Appendi x to appellant’s

brief, is attached to this deci sion.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:
Rudi ck et al. (Rudick) 4,784,678 Nov. 15, 1988
Ki m 5,492, 244 Feb. 20, 1996
(filed July 18, 1994)
Clainms 1 through 11 stand rejected under 35 U.S.C. §

102(b) as being anticipated by Rudick.

Clains 2 through 11 stand additionally rejected under 35

U S.C. §8 103 as being unpatentabl e over Rudi ck.

Claim 1l stands further rejected under 35 U . S.C. § 103 as

bei ng unpatentabl e over Rudick in view of Kim
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Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appell ant regardi ng those
rejections, we nake reference to the final rejection (Paper
No. 12, mumiled June 20, 1997) and the exam ner's answer (Paper
No. 18, mmiled March 19, 1998) for the exam ner's reasoning in
support of the rejections, and to appellant's brief (Paper No.
17, filed February 19, 1998) for appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have made the determ nations

whi ch foll ow

As a prelimnary natter, we observe that the review
sought by appellant wth regard to the first four issues
enunerated on pages 5 and 6 of the brief, respectively
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regarding 1) the premature finality of the Ofice action
mai | ed June 20, 1997, 2) the second restriction requirenent

i nposed by the exam ner, 3) the withdrawal of clains 12
through 14 from further consideration, and 4) the refusal of
the exam ner to consider the Supplenental Citation of
Informati on (Paper No. 11), relates to subject matter which is
revi ewabl e by way of petition to the Comm ssioner and not by
appeal to this Board. Contrary to appellant’s apparent

under standi ng, this Board does not exercise any genera

supervi sory authority over the Exam ning Corps. Under 35

US C § 134 and 37 CFR 8§ 1.191, appeals nmay be taken fromthe
decision of the prinmary examner to reject clainms. |[|ssues
relating to an exam ner's requirenent for restriction,
finality of a rejection, and the other issues nentioned above
are reviewabl e by way of petition under 37 CFR § 1.181, not by
appeal

to this Board. See, e.d., In re Hengehold, 440 F.2d 1395,

1403, 169 USPQ 473, 479 (CCPA 1971).

Looki ng now to the exam ner's prior art rejection of
clainms 1 through 11 under 35 U. S.C. 8§ 102(b), we are in ful
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agreenent with the examner’s position as set forth on pages 4
and 5 of the answer regarding clains 1 through 10 on appeal,
but we do not agree with the exam ner’s position on page 6 of

the answer with respect to claim 11l on appeal.

An anticipation under 35 U . S.C. § 102(b) is established
when a single prior art reference discloses, either expressly
or under principles of inherency, each and every elenent of a

clainmed invention. See RCA Corp. v. Applied Digital Data Sys.

Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).
The | aw of anticipation does not require that the reference
teach what the appellant is teaching or has disclosed, but
only that the claimor clains on appeal "read on" sonething
disclosed in the reference, i.e., all Iimtations of the claim

are found in the reference. See Kalman v. Kinberly-dark

Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. G r. 1983),

cert. denied, 465 U S. 1026 (1984).

Li ke the exam ner, we find that Rudick discloses a
beverage contai ner or apparatus (Fig. 1) which conprises an
outer body (11) providing a first conpartnment and an inner
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body (14) providing a second conpartnent positioned internally
within the first conpartnent. The space between the inner
body/ second conpartnent (14) and the outer body (11) of the
apparatus defines a first enclosure within which |iquid my be
cont ai ned, while the second conpartnment (14) defines a second
encl osure. The first conpartnent includes an openable Iiquid
di spensi ng opening (at 19) which selectively permts access to
the first enclosure, while the second conpartnent has an
openi ng provided with an openabl e closure nmeans (13) to
selectively permt access into the second enclosure. As can
be clearly seen in Figure 1 of Rudick, the second enclosure is
not in conmunication with the first enclosure. Thus, we find
that Rudi ck does disclose each and every elenent set forth in
appellant’s claim 1l on appeal. Mreover, it is our opihnion
that the apparatus of Rudick is fully capable of functioning
in the manner set forth in the preanble of appellant’s claiml
"for containing a renovable liquid and a renovabl e product,
article, prize, or object.” In this regard, we observe that
the first enclosure of Rudick does contain a |liquid beverage
therein, while the second enclosure clearly provides a space
bet ween the cl osure neans (13) and the rolling diaphragm (18)
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within which a product, article, prize, or object "may be
renovably contained.” The recitation in claiml with respect
to the apparatus being "for containing a renovable |iquid and
a renovabl e product, article, prize, or object,” is nerely a
stat ement of purpose or intended use and is thus not effective
to distinguish appellant's clainmed apparatus/container from

that of Rudick. See In re Pearson, 494 F.2d 1399, 1403, 181

USPQ 641, 644 (CCPA 1074); lIn re Casey, 370 F.2d 576, 580, 152

USPQ 235, 238 (CCPA 1967); and ILn re Sinex, 309 F.2d 488, 492,

135 USPQ 302, 305 (CCPA 1962). For the above reasons, the

exam ner’s rejection of claim1 on appeal will be sustained.

As to claim2, we observe that when the cl osure neans
(13) is renoved fromthe opening of the second conpart nent
(14) in Rudick Figure 1, the second enclosure, at least in the
area above the rolling diaphragm (18), w Il have "unobstructed
comuni cation with an atnosphere exterior to said apparatus
Wi t hout necessarily requiring opening of said liquid
di spensing opening.” In this regard, we note that claim 2
does not necessarily require that the entirety of the second
encl osure nust have "unobstructed comuni cation with an
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at nosphere exterior to said apparatus.”

Regar di ng dependent clains 3 through 9, we note that
appel | ant has indicated on page 7 of the brief that the clains
on appeal "do not stand or fall together,” however, we find no
separate argunents in the brief addressing the limtations of
claims 3 through 9. Accordingly, under 37 CFR 8§ 1.192(c)(7)
and (c)(8)(iii), we conclude that these clains in fact stand
or fall with clainms 1 and 2 fromwhich they depend. Moreover,
since we agree with the exam ner that the elenents of the
apparatus set forth in clains 3 through 9 on appeal are found
in the container of Rudick Figure 1, and appell ant has not
argued otherwise, it follows that we would sustain the
rejection of these clains under 35 U.S.C. § 102(b) in any

event .

Claim10 on appeal sets forth that the rupturing or
breaki ng neans for permtting selective access to the first
encl osure and opening of the |iquid dispensing opening
"conprises a pull tab,” with the pull tab being pivotably
secured to the planar flange of the second conpartnent that
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forms the top of the container. As is apparent from Rudick,
the container therein includes opening neans (19) that
utilizes a pull tab pivotably secured to the planar flange of
the second conpartnent that fornms the top of the container.
The pivoting novenent of the pull tab in Rudick is

that expected of a conventional pull tab, wherein one end of
the tab nay be lifted upwardly and pivoted away fromthe top
of the container, while the other end is pressed downwardly to
force open the breakabl e seal that defines the openable Iiquid
di spensi ng opening. Thus, we will sustain the exam ner’s
rejection of claim10 under 35 U S.C. 8 102(b) as being

antici pated by Rudi ck.

W will not sustain the examner’s rejection of claim 11l
under 35 U . S.C. 8 102(b) as being anticipated by Rudi ck.
Claim 11l addresses the capability of the pull tab to pivot
bet ween the position seen in Figure 3 of the drawi ngs and the
position seen in Figure 4 of the drawings. Wen positioned as
in Figure 3, the pull tab closes or "at |east partially
obstructs” the opening to the second enclosure, while after
bei ng pivoted upwardly as in Figure 3 of the draw ngs, the
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pull tab clearly does not obstruct the opening to the second
encl osure. This pivoting novenent of the pull tab thus
permts selective access into the second enclosure. The

exam ner’ s position as explained on page 6 of the answer that,
when in the horizontal position, the pull tab "can be pivoted
to extend radially inwardly to obstruct the second

opening," is based on total specul ation and seens to n stake
rotation of the pull tab in a horizontal plane for pivoting of

the pull tab as discussed above, which it is not.

Wth regard to the examiner’s rejection of clains 2
through 11 under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over
Rudi ck, we do not agree with the exam ner that it woul d have
been obvious to one of ordinary skill in the art to renove the
di aphragm and the separator fromthe second conpartnent of
Rudi ck, while retaining the second conpartnent for holding a
renovabl e product, prize or object, since such a nodification
of the reference would clearly destroy the Rudick reference
for its intended purpose of providing a self-cooling

container. Wile it is true that in In re Karlson, 311 F.2d

581, 584, 136 USPQ 184, 186 (CCPA 1963) the Court stated that
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om ssion of an elenent and its function in a conbination
i's an obvi ous expedient if the remaining elenents
performthe sanme functions as before,
we observe that the Court has al so recognized that this is not
a mechanical rule, and that such | anguage in Karlson was not

i ntended to short circuit the determ nati on of obvi ousness

mandated by 35 U S.C. § 103. See In re Wight, 343 F.2d 761,

769-70, 145 USPQ 182, 190 (CCPA 1965). Thus, as in review ng
any obvi ousness determ nation, we nust first |ook to the prior
art and ascertain whether the prior art teachings would appear
to be sufficient to one of ordinary skill in the art to

suggest making the clained substitution or other nodification

proposed by the examner. See, e.qd., In re Lalu, 747 F.2d 703,

705, 223 USPQ 1257, 1258 (Fed. Cir. 1984).

In this particular case, we share appellant's view that
the exam ner's nodification of Rudick in the specific manner
posited in the final rejection and exam ner’s answer is based
on the hindsight benefit of appellant's own teachings and not
on anything fairly suggested by the reference itself.
Moreover, as we noted above, the critical nature of the
di aphragm separator, etc. within the second conpartnent of
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Rudick to the invention in the Rudick patent clearly dictates

agai nst any such renoval, and if the structure within the

second conpartnent were renoved, the very nature of the

contai ner therein would be altered to the extent that such

cont ai ner woul d not be capable of perform ng the sane function

as before. Thus, we will not sustain the exam ner's rejection

of clainms 2 through 11 under 35 U S.C. 8§ 103 based on Rudi ck.
W will |ikew se not sustain the examner’s rejection of

claim 11l under 35 U . S.C. § 103 as bei ng unpat entabl e over

Rudick in viewof Kim It is again our opinion that the

exam ner's

nodi fication of Rudick in the specific manner posited in the

final rejection and exam ner’s answer i s based on the

hi ndsi ght benefit of appellant's own teachings and not on

anything fairly suggested by the applied references.

In summary, only the decision of the exam ner rejecting
claims 1 through 10 under 35 U.S.C. 8 102(b) as being
anticipated by Rudick is affirnmed. Al the other rejections
bef ore us on appeal have been reversed. Thus, the decision of

the examiner is affirned-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT
JOHN P. McQUADE

Adm ni strative Patent Judge APPEALS AND

N N N N N N N N
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| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

)
)
)
)

CEF/ pgg

James R Vance

Vance & Ronero

Pacific First Plaza

155 108t h Avenue NE Suite 202
Bel | evue WA 98004
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APPENDI X

1. An apparatus for containing a renovable liquid and a
renovabl e product, article, prize, or object, said apparatus
conpri si ng:

(a) a first conpartnent defining a first enclosure within

whi ch the liquid my be contained or dispensed, said first
conpart ment havi ng an openabl e Iiquid di spensing

openi ng whi ch selectively permts access to said first

encl osur e; and

(b) a second conpartnent defining a second enclosure within
whi ch the product, article, prize, or object nmay be
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renovabl y contai ned, said second conpartnent being
positioned internally within said first conpartnent, said
second encl osure not conmunicating wth said first
encl osure, said second conpartnent having an openi ng which
selectively permts access into said second encl osure.
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